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SURL.
THAT'S AN 0BVIOUS CHOICE.

DID ANYONE EVER CHOOSE THERE ARE ONLY 120 KSRv. Teleflex (2007)
THE ORANGE CHICKEN WITH PERMUTATIONS I

GREEN BEANS AND EGGPLANT!

A Person Of Ordinary Skill Tn The Art
(PHOSITA) is considered to have an
ordinary level of creativity. Where there
are a Vela’cively small number qf
permutations, a PHOSITA would have
though’c of them all.
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Bilskiv. Kappos (2010)

The machine or transformaﬁon test is not
the on[y test that can be used to
determine sub vject matter e[igiloi[ity.
Reading between the lines of the decision,

patent e[igib le claims must recite some

real-world qf;rect, not just pushing bits

around a COWl]OULtCV.

LOOK AROUND.

AS LONG AS NOTHING

HOW CAN | KNOW |IF CHANGED IN THE REAL WORLD,
MY DREAM |S REAL? IT WAS JUST A DREAM.
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Lo‘@ I p\ﬁ mayo qg
peanut butter and
doesn't stick to the roof

- of my mouth.
S

oh Bllly.. :

. that's not an invention.

~ it's just a natura; Y
phenomenon. _

-

o

Mayo v. Prometheus (2012)

Claims reciting a natural phenomenon, without

something more, fai[ to recite patent e[igi’o le

su]oject matter. © 2016 Fish 1P Law




oMa.

| discovered

W\utatlons
hat predict
reast cancer!

Ass'n for Mol. Pathology v. Myriad (2013)

Tests based on breast cancer mutations are not paten’talo e
because the mutations were merely natural phenomena, and

creating an assay based on that principal is routine. © 2016 Fish 1P Law




Nautilusv. BioSig (2014)

Let's
paint ' Claim language is no longer sufficiently
:23 wall P S definite if it is "possible" for a court to

construe the claim. The claims must
"c[ear[y indicate" to a competitor what the

scope of the claim is.

© 2016 Fish 1P Law




This little piece of software
could block out the entire
software industry.

But that won't promote
the arts and sciences.
5\ \\
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Alicev. CLS Bank (2014)

Regard[ess of how c[ever[y patent
app[icants wordsmith the claims, the
language cannot be so broad as to
disproportionate[y tie up the use of the
underlying ideas. To “promote the arts
and sciences” there must be
proportionaﬁty between the scope of the
claims and the scope of the contribution
to techno [ogy.
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Apple should be liable
for your texting
while driving.

| wasn t driving.
It's aself driving

Akamaiv. Limelight (2014)

Indirect infringement can only exist if
there is at least one entity that direc’dy
infringes by satisfying all of the elements

of a claim.
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Frove that you didn’t \
take that fich from T
Al No. You have = -
to prove that 7N
| did. ol -~

Medltronic, Inc. v. Mirowski Family Ventures, LLC (2014)

A patent holder suing a licensee of the patent for infringement

must still bear the burden of proving inﬁ'ingemen‘c. © 2016 Fish 1P Law




So. V\”\df’SJOur Poinf

TL\e trial couvrt
\jo"’ +Le ‘FdQ+S Wromj

Teva v. Sandoz (2015)

Absent clear error, appea[s courts should not

review ﬁndings of fact de novo. © 2016 Fish 1P Law




= BBl trial court
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¥ we'll fix H«ﬂ'.‘? @8

Teva v. Sandoz (2015)

Appeals courts should review claim

construction de novo. © 2016 Fish 1P Law



PRt officer, | honestl

il thouaht doas could r B
: ' ' That's no excuse:
f’é A 2 e Yﬁu el willEoll

Commilv. Cisco (2015)

A ”good fai’ch Ioe[ief 'In invalio{i’cy of apatent isnot a valid
defense against a charge of wiUﬁtl inﬁingement © 2016 Fish 1P Law




I'm supposed to feed
this dog forever?
It'll be dead ih another 10 years

Kimblev. Marvel (US 2015)

A patent holder cannot extend patent

license fees beyond the ['gce of the
patent.

L P ast W and
TWegtament
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OM@. Now | discovered _
presence of fetal DNA \

in maternal blood.
.\

- /

punce

Ariosa v. Sequenom, Inc. (Fed. Cir. 2015)

Tests based on presence of fetal DNA in maternal blood are

not patent eligib e suloj ect matter. DNA in maternal blood is a

natural phenomenon, and creating the assay is routine. © 2016 Fish 1P Law




“T'wias briliq,

and the Sl'léj Yoves...
Sorru,
| dont uno\zrs’cang.
Avre uou talking about

2 control module?

Williamson v. Citrix Online (Fed. Cir. 2015)

A "distributed learning control module" is a nonce phrase (a

wastebasket term that doesn't designate speciﬁc structure),

and therefore should be 'mterpreted nawowly as means~pl -

ﬁmction language.
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| oossuuwed the ovorst
whou gou asAded to vace
ww the cain. NVeos thot the

ToAuw hos tucued te sueos,

'we goiug te aprg the

owme stoudoa

Cuozzo Speed (S. Ct. 2016)

During an Inter Partes Proceeding, the PTAB must construe

claim terms using the same broadest reasonable construction

app[ied earlier, during prosecution. © 2017 iehall TP 1Lere



Choose any one you want.
A neclllace s just incidental or complimentary;
it can’t diminish the Aress.

Unwired Planet (Fed. Cir. 2016)

Covered Business Method (CBM) review can’t be

used against a patent that merely claims sub yject

matter that is “incidental or comp lementary” to

al ﬁnanc ial activ ity.
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Ychrewnloev, Yo heve 1o come up

boefore o ouit of il

Immersion Corporation (Fed. Cir. 2016)

A child patent application is deemed to be filed before the

parent issues, even 90 the child is ﬁ[ed on the same day that the
parent issues. © 2017 Fish 1P Law




Samsung v. Apple (S. Ct. 2016)

SCOTUS closed a [oopho[e under which
damages for deslgn patents were based on the

value of the entire pvoduc’c, rather than a mere

component. (Castles of old had "loopholes” for

shoo’c'mg arrows at attackers).
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UGH. SAME
0LD IDEAS.

WALT, HERE'S SOMETHING MORE.
HE'S ADDING INGREDIENTS IN A

NON-CONVENTLONAL SEQUENCE.

Bascom Global v ATT (Fed. Cir. 2016)

An ordered combination of old elements can be used to

satisfy the second step of the Supreme Court’s Alice test for
subject matter eligibility. © 2017 Fish 1P Law




Can T patent
4 table made TNope. But you could

with my super patent an improvement
fast saw? t0 the sam.

Enfish LLCv Microsoft (Fed. Cir. 2016)

Claims reciting svdoj ect matter that improves the

ﬁmcﬁoning of the computer itse [f may comprise patentab e
subject matter under § 101. © 2017 Fish TP Law




WHO KNEW?
LOOK MOM, SKIPPING PRE-ARRANGED STEPS
T CAN BUILD THIS MIGHT EVEN BE PATENTABLE/
[EGO CASTLE FASTER -
IF T SKIP SOME OF THE STEPS.

Core Wireless (Fed. Cir. 2018)

De[imiting type of data to be displayed and how to disp[ay it

so that user uses less steps is not abstract.

© 2018 Fish 1P Law




